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DETAILED ACTION 

Continued Examination Under 37 CFR 1.114 

A request for continued examination under 37 CFR 1.114, including the fee set 
forth in 37 CFR 1 .1 7(e), was filed in this application after final rejection. Since this 
application is eligible for continued examination under 37 CFR 1.114, and the fee set 
forth in 37 CFR 1 .17(e) has been timely paid, the finality of the previous Office action 
has been withdrawn pursuant to 37 CFR 1.114. Applicant's submission filed on 
04/14/2008 has been entered. 

The entry of new claims 59 and 60 is acknowledged. Claims 45, and 47-60 are 
examined on the merits below. 

Any claim objections or rejections of record not specifically addressed below are 
considered hereby withdrawn in response to claim amendments when taken together 
with Applicants arguments. 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

Claims 45, 47, 49-50, and 55-58 and 60 are rejected under 35 U.S.C. 102(b) as 
being anticipated by Ohlrogge et al (US Patent 5925805). 

The claims are drawn to a method for the production of starch and/or oil 
comprising growing a transformed plant that expresses at least one hemoglobin and 
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recovering the starch and/or oil from the plant wherein the hemoglobin is from a 
soybean plant (Glycine max, soybean and Leguminosae) and the transformed plant is a 
soybean. The claims do not limit the exogenously expressed gene to anything and so 
any exogenously expressed gene meets the limitation of the claims. Since it is only 
required that the transformed plant expresses at least one hemoglobin, any transformed 
plant that naturally expresses hemoglobin meets the limitation of the claim. As defined 
by Applicants own specification, leghemoglobin is considered such a hemoglobin (see 
page 4 2nd full paragraph, for example), and thus any transformed legume meets the 
limitation of the claims. 

Ohlrogge et al teach a method for the production of oil by transforming a soybean 
plant with a genetic construct designed to increase oil content (see claims, especially 
claims 16,1, and 1 9 and 21 , for example). 

Claims 45, 47-52, 55-56 and 58 and 60 are rejected under 35 U.S.C. 102(b) as 
being anticipated by Zou et al (US Patent 6051755). 

The claims are drawn to a method for the production of starch and/or oil 
comprising growing a transformed plant that expresses at least one hemoglobin and 
recovering the starch and/or oil from the plant wherein the hemoglobin is from 
Arabidopsis and the transformed plant is a Arabidopsis. The claims do not limit the 
exogenously expressed gene to anything and so any exogenously expressed gene 
meets the limitation of the claims. Since it is only required that the transformed plant 
expresses at least one hemoglobin, any transformed plant that naturally expresses 
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hemoglobin meets the limitation of the claim. Since the isolated hemoglobin of the 
instant invention comes from Arabidopsis, any transformed Arabidopsis plant meets the 
limitation of the claims as currently written. 

Zou et al teach a method for the production of oil by transforming an Arabidopsis 
plant with a genetic construct designed to increase oil content (see claims, for example), 
wherein the hemoglobin expressed inherently is encoded by SEQ ID NO:5 since the 
sequence is isolated from Arabidopsis. 



Claim Rejections - 35 USC §103 

Claims 45 and 47-58 remain rejected and claims 59-60 are rejected under 35 
U.S.C. 103(a) as being unpatentable over Harper et al (PGPUB-200201 60378) in view 
of Sowa et al (1998 PNAS 95:10317-10321) and further, in view of Nykiforuk (US patent 
6552250). The claims remain rejected for the reasons of record in the office actions 
mailed out 09/08/2006 and 10/19/2007 as well as the reasons set forth below. New 
claim 59 is rejected as applied to the previous claims and as well as the reasons set 
forth below. 

Applicant's arguments filed 04/14/2008 have been fully considered but they are 
not persuasive. 

Applicants urge that Harper et al fail to teach the production of starch and/or oil 
by overexpressing at least one hemoglobin in a plant (pages 4-5 of response). 
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This is not persuasive because the claims are not limited to plants that are 
"overexpressing" hemoglobin, they are only required to express it. In response to 
applicant's argument that the references fail to show certain features of applicant's 
invention, it is noted that the features upon which applicant relies (i.e., over-expression 
of hemoglobin) are not recited in the rejected claim(s). Although the claims are 
interpreted in light of the specification, limitations from the specification are not read into 
the claims. See In re Van Geuns, 988 F.2d 1181, 26 USPQ2d 1057 (Fed. Cir. 1993). 
Furthermore, Harper et al do, in fact disclose that the preferred plant species is 
"particularly those Brassica species useful as sources of seed oil" (see paragraph 8 of 
under the detailed description of the invention). It naturally follows that oil is produced 
when such a species is grown, and certainly the production of oil is suggested wherein 
species that are useful as sources of seed oil are used. 

Applicants urge that Harper et al do not teach that any of the disclosed genes 
increase production of starch and/or oil or the physiological effect of the transformation 
of any such genes (pages 4-5 of response). 

This is not persuasive because the claims do not require the starch and/or oil to 
be increased in the transformed plant. In response to applicant's argument that the 
references fail to show certain features of applicant's invention, it is noted that the 
features upon which applicant relies (i.e. .increased starch and /or oil production) are not 
recited in the rejected claim(s). Although the claims are interpreted in light of the 
specification, limitations from the specification are not read into the claims. See In re 
Van Geuns, 988 F.2d 1181, 26 USPQ2d 1057 (Fed. Cir. 1993). Furthermore, the 
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current claims also do not recite any physiological effect on the transformed plant. The 
current claims merely require that a plant is transformed with hemoglobin and that oil or 
starch is recovered. 

Applicants further urge that the whole of the invention must be obvious and the 
the prior art does not reveal the property discovered by the Applicants (pages 5-6 of 
response). 

This is not persuasive because the property referred to is not part of the claim 
limitations as discussed above. Furthermore, the combination of the references render 
obvious both the transformation of plants with hemoglobin, including oil producing 
species, as well as the recovery of such oil. Applicants appear to be arguing exclusively 
against Harper et al, and not over the combination of references. In response to 
applicant's arguments against the references individually, one cannot show 
nonobviousness by attacking references individually where the rejections are based on 
combinations of references. See In re Keller, 642 F.2d 413, 208 USPQ 871 (CCPA 
1981); In re Merck & Co., 800 F.2d 1091, 231 USPQ 375 (Fed. Cir. 1986). 

The recitation of T2 seeds in claim 59 is an obvious design choice as a 
representative of Arabidopsis seeds that would be readily appreciated by one of 
ordinary skill in the art. T2 seeds are well-known in the art. 



No claims are free of the prior art. 
No claims are allowed. 
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Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to BRENT PAGE whose telephone number is (571)272- 
5914. The examiner can normally be reached on Monday-Friday 8-5. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Anne Marie Grunberg can be reached on (571)-272-0975. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

Brent T Page 

/Anne Marie Grunberg/ 

Supervisory Patent Examiner, Art Unit 1638 
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